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A SHORTENED STATUTORY PERIOD FOR REPLY IS SET TO EXPIRE 3 MONTH(S) OR THIRTY (30) DAYS, 
WHICHEVER IS LONGER, FROM THE MAILING DATE OF THIS COMMUNICATION. 

- Extensions of time may be available under the provisions of 37 CFR 1 .1 36(a). In no event, however, may a reply be timely filed 
after SIX (6) MONTHS from the mailing date of this communication. 

- If NO period for reply is specified above, the maximum statutory period will apply and will expire SIX (6). MONTHS from the mailing date of this communication. 
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Any reply received by the Office later than three months after the mailing date of this communication, even if timely filed, may reduce any 
earned patent term adjustment. See 37 CFR 1 .704(b). 
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Responsive to communication(s) filed on 14 April 2004 . 
2a)D This action is FINAL. 2b)^ This action is non-final. 

3) D Since this application is in condition for allowance except for formal matters, prosecution as to the merits is 

closed in accordance with the practice under Ex parte Quay/e, 1935 C D. 11, 453 O.G. 213. 
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7) D Claim(s) is/are objected to. 
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Replacement drawing sheet(s) including the correction is required if the drawing(s) is objected to. See 37 CFR 1.121(d). 
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DETAILED ACTION 



Claim Objections 

1. Claims 2, 5, 13 and 14 objected to because of the following informalities: the 
term if so is ambiguous. Appropriate correction is required. 

Claim Rejections - 35 USC §112 

2. The following is a quotation of the second paragraph of 35 U.S.C. 112: 

The specification shall conclude with one or more claims particularly pointing out and distinctly 
claiming the subject matter which the applicant regards as his invention. 



3. Claims 1, 6, 12 and 17 rejected under 35 U.S.C. 112, second paragraph, as 
being indefinite for failing to particularly point out and distinctly claim the subject matter 
which applicant regards as the invention. 

4. Claim 1 recites the limitation "the exchange" in lines 3 and 6. There is insufficient 
antecedent basis for this limitation in the claim. 

5. Claim 1 recites the limitation "the volume" in line 5. There is insufficient 
antecedent basis for this limitation in the claim. 

6. Claim 6 recites the limitation "the maximum" in line 1 . There is insufficient 
antecedent basis for this limitation in the claim. 
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7. Claim 12 recites the limitation "the exchange" in lines 4 and 7. There is 
insufficient antecedent basis for this limitation in the claim. 

8. Claim 12 recites the limitation "the volume" in line 6. There is insufficient 

t 

antecedent basis for this limitation in the claim. 

9. Claim 17 recites the limitation "the exchange" in lines 3, 6 and 8. There is 
insufficient antecedent basis for this limitation in the claim. 

Claim Rejections - 35 USC § 102 

10. The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that 
form the basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(e) the invention was described in (1) an application for patent, published under section 122(b), by 
another filed in the United States before the invention by the applicant for patent or (2) a patent 
granted on an application for patent by another filed in the United States before the invention by the 
applicant for patent, except that an international application filed under the treaty defined in section 
351(a) shall have the effects for purposes of this subsection of an application filed in the United States 
only if the international application designated the United States and was published under Article 21(2) 
of such treaty in the English language. 

11. Claims 1-20 rejected under 35 U.S.C. 102(e) as being anticipated by Serkin et al, 
U.S. Patent Application Publication 2003/0229567 (see PTO-892, Ref. A). 



12. As per claim 1, Serkin teaches a method for dynamically scaling order 
processing in a securities exchange, comprising: 
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maintaining one or more books for a security at the exchange, wherein the one or 
more books each list orders related to the security (see paragraph 31); 

monitoring the volume of orders related to the security received at the exchange 
(see paragraph 47); 

varying the number of books maintained for the security based on the monitored 
volume of orders (see paragraph 47); and 

distributing orders related to the security and received at the exchange among 
the books maintained for the security (see paragraphs 45-47). 

13. As per claim 2, Serkin teaches the method of claim 1 as described above. Serkin 
further teaches wherein varying the number of books maintained for the security based 
on the monitored volume of orders comprises: 

determining if the monitored volume of orders related to the security exceeds a 
maximum threshold value (see paragraph 47); and 

if so, opening a new book for the security (see paragraph 47). 

14. As per claim 3, Serkin teaches the method of claim 2 as described above. Serkin 
further teaches wherein opening a new book for the security comprises creating a 
logical partition (see paragraph 47). 



Application/Control Number: 10/824,055 Page 5 

Art Unit: 3694 

1 5. As per claim 4, Serkin teaches the method of claim 2 as described above. Serkin 
further teaches wherein opening a new book for the security comprises allocating one or 
more processors to the new book (see paragraphs 46-47). 

16. As per claim 5, Serkin teaches the method of claim 2 as described above. Serkin 
further teaches wherein varying the number of books maintained for the security based 
on the monitored volume of orders further comprises: 

determining if the monitored volume of orders related to the security falls below a 
minimum threshold value (see paragraphs 46-47); and 

if so, closing one or more books maintained for the security (see paragraphs 46- 

47). 

17. As per claim 6, Serkin teaches the method of claim 5 as described above. Serkin 
further teaches wherein the maximum and minimum threshold values are different (see 
paragraph 47). 

1 8. As per claim 7, Serkin teaches the method of claim 1 as described above. Serkin 
further teaches wherein maintaining one or more books for the security at the exchange 
comprises maintaining at least one book for the security on at least two different servers 
(see paragraph 46). 
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19. As per claim 8, Serkin teaches the method of claim 1 as described above. Serkin 
further teaches wherein monitoring the volume of orders related to the security received 
at the exchange comprises dividing the total volume of orders related to the security 
received at the exchange by the number of books maintained for the security (see 
paragraphs 31 and 45-47). 

20. As per claim 9, Serkin teaches the method of claim 1 as described above. Serkin 
further teaches further comprising publishing the top of each book maintained for the 
security (see paragraphs 3, 5, 36, 37 and 42). 

21 . As per claim 10, Serkin teaches the method of claim 9 as described above. 
Serkin further teaches further comprising matching an order listed on one of the books 
maintained for the security with one of the other books maintained for the security (see 
paragraphs 40, 41 and 43). 

22. As per claim 1 1 , Serkin teaches the method of claim 9 as described above. 
Serkin further teaches further comprising matching an order listed on one of the books 
maintained for the security with a book maintained for the security at another exchange 
(see paragraph 32). 

23. Claims 12 and 17 are in parallel with claim 1 and are rejected for at least the same 
reason as set forth above (see also paragraphs 67 and 68). 
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24. Claims 13 and 14 are in parallel with claim 2 and are rejected for at least the same 
reason as set forth above. 

25. As per claim 1 5, Serkin teaches the computer-readable of claim 1 2 as described 
above. Serkin further teaches comprising providing an interface allowing an 
administrator to specify the maximum threshold value (see paragraph 47). 

26. Claim 16 is in parallel with claim 8 and is rejected for at least the same reason as set 
forth above. 

27. As per claim 18, Serkin teaches the exchange of claim 1 7 as described above. 
Serkin further teaches wherein the one or more books maintained for the security at the 
exchange comprises: 

at least a first book for the security maintained on a first server; and 
at least a second book for the security maintained on a second server (see 
paragraph 46). 

28. As per claim 1 9, Serkin teaches the exchange of claim 17 as described above. 
Serkin further teaches wherein the one or more books are maintained on a computer 
system having multiple logical partitions (see paragraph 47). 
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29. As per claim 20, Serkin teaches the exchange of claim 1 9 as described above. 
Serkin further teaches wherein each book is assigned to a different logical partition (see 
paragraph 47). 

Conclusion 

The Examiner has cited particular columns and line numbers in the references as 
applied to the claims for the convenience of the applicant. Although the specified 
citations are representative of the teachings in the art and are applied to the specific 
limitations within the individual claim, other passages and figures may apply as well. It 
is respectfully requested from the applicant, in preparing the responses, to fully consider 
the references in entirety as potentially teaching all or part of the claimed invention, as 
well as the context of the passage as taught by the prior art or disclosed by the 
examiner. 

The following prior art, which is made of record but not relied upon, is considered 
pertinent to applicant's disclosure. 

B. U.S. Patent Application Publication 2003/0225673 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Shahid R. Merchant whose telephone number is 571- 
270-1360. The examiner can normally be reached on First Friday Off. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, James P. Trammel can be reached on 571-272-6712. The fax phone 
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number for the organization where this application or proceeding is assigned is 571- 
273-8300. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 
system, call 800-786-91 99 (IN USA OR CANADA) or 571 -272-1 000. 

SRM 




PRIMARY EXAMINER 



